The Second Attack: A2 a nullity

So the first point fails I turn to the second, which can be stated as a syllogism:
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(I) Al complied with the Patents Act in all respects;

(2) So it was Al which vested the patents in Stena;
(3) So far as AZ purported to do so it was therefore a nullity - the job had already been
done by AI;
(4) So the entry of AZ in the register is wrong;
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(5) The register should be rectified by the removal of any reference to AZ.

This would leave the original patentee, Santa Fe, on the register as proprietor. And
although an attempt to register A I (supposing it were now duly stamped) would succeed, the
date of registration would be some time in 1996.
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would have a defence under s.68.

So up until that registration McDermotts

Thus although they commenced their allegedly infringing

activities well after the date of registration of AZ, they would escape both damages or an
account of profits until Al is registered.

The argument has considerable logic. After all s.32(9) only makes the register prima
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facie evidence of AZ. Indeed the argument has much the same logic irrespective of the state
of the register. Even if no application for rectification had been made, at trial McDermotts
could, it seems, have taken the same point. Now there may be a res judicata or quasi-res
judicata argument because the point is being raised in this claim for rectification.
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Stena advance three answers in law, failing which they appeal to discretion. Before
turning to these I must mention a general observation made by Mr Miller QC for Stena. He
submitted that if McDermotts were right, there could be very serious commercial
consequences arising under s.68. He said it frequently happens that there are global sale and
purchase agreements which happen to include British Patents. Such agreements may include
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not only intellectual property of all kinds in many countries but also physical assets. Moreover
many (probably most) such agreements are entered into by foreign companies, generally on
both sides and indeed very often the agreement will not even be governed by English law. The
authors would be unaware of the trap laid for them by s.68. So if any such agreement was
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followed by a short fonn of assignment, only the latter being submitted for stamping and then
registration at the Patent Office then the patentee would be caught by the arguments he had to
meet.

Furthermore he said, even if the parties were aware of the problem and had to bring the

original international sale agreement into the country for stamping there would be substantial
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practical difficulties

Mr Pumfrey provided a two part submission by way of answer to this general plea ad

inconveniens.

First he said there was no problem if the original agreement is merely an

agreement to assign (as was the case, for instance, here).
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Such an agreement operates in

English law to create and vest in the buyer an immediate equitable interest in the patent. Such
an agreement may be entered in the register as a transaction affecting rights in it (see
s.32(2)(b), r.44(4) of the Patents Rules 1990, and Re Casey's Patenti).

But it is not itself

an assignment or any of the other transactions, instrument or events specified in s.33. So it is
simply not within s.33 and accordingly not within s.68. I think that must be right.
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Mr Miner's submission also covered the case where the original sale agreement itself
constituted an assignment.

He said many people entering global deals would have little

concern whether their agreement was an actual assignment or merely an agreement to assign.
He may be right. I do not know whether there are in fact many global sale agreements which
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are in themselves assignments.

Nor did Mr Pumfrey.

documents then they are within s.33 and so s.68.

He said that if there were such

He submitted that parties who enter this

kind of arrangement know there are local fonnalities to be complied with in various countries.
Here the formality is that the assignment must be registered and failure to do so results in the
s.68 sanction. If people enter into a short fonn after the patent has already been assigned, they
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have not done that which is required by s.33. So that may be an unintended consequence of
s.68, but it is the consequence an the same. Mr Pumfrey, ifhe is otherwise right, must be right
about this too

Whether that in practice could create problems in a large number of cases I do

not know.
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